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Dear Sir: i 

In response to the Examiner's Answer, please consider the following. / ; 

Applicant respectfully requests an Oral Hearing and encloses the requisite ;fee under 37 * 

C.F.R. 1.17(d) in the amount of $140.00. « ^ 

The Examiner continues to misapply the two prong tests set forth in In Re Paulsen 31 

U.S.P.Q. 2d 1671 at 1673 (Fed. Cir. 1994). The Court stated that 

"a rejection for anticipation under §102 requires that each and every limitation of the 
claimed invention be disclosed in a single prior art reference. In re Spada , 911 F.2d 705, 708 15 
U.S.P.Q. 2d 1655, 1657 (Fed. Cir. 1990). In addition, the reference must be enabling and 
describe the Applicant's claimed invention sufficiently to have placed it in possession "of a 
person or ordinary skill in the filed of the invention." Id. : ' 

The Examiner has failed to show that the Stevens reference having its pointed projections - 

in any way disclose anything other than brushing teeth. It neither discloses nor suggests 

projections with the desired configurations such that the tips of the projections define a curve 

which has a curvature substantially like the curvature of a bowling ball when force is exerted by 

a bowler on the ball. The Examiner suggests that it is inherent that Stevens shows these features. 

Clearly this is not the case. In re Weiss 26 U.S.P.Q. 2d 1885 (Fed. Cir. 1993) at 1888 the court 


in 

XT* « 

cr> 
o 

r- 
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CD 


stated: 

"the mere fact that a certain thing may result from a given set of circumstances is not 
sufficient (to establish inherency)..." (which requires that) the disclosure is sufficient to show 
that the natural result flowing from the operation as taught would result in the performance of the 
questioned function. ... 

Here the Examiner is misapplying Stevens since its disclosure, or lack of it, only 
discloses a tooth brush. Stevens shows brushing teeth and does not teach the result of applying 
spin on a bowling ball. Thus, Stevens does not inherently disclose Applicant's invention. 

With respect to the second part of the test, Stevens is not sufficient to have placed 
Applicant's invention in possession of a person of ordinary skill in the field of the invention. 
The Examiner states that the field of the invention is finger cots. Applicant has attached a print 
out from Dictionary.com which indicates that no entries were found for the term "finger cot". A 
further search on Yahoo illustrates that finger cots are for handling small parts and for protecting 
delicate parts from salts and oils associated with the skin. The finger cots are illustrated as very 
thin latex members, they have no projecting members. The Examiner alleges that the problem at 
hand is improving grip and protecting the fingers and not bowling per se. Clearly this is 
incorrect. As stated in Applicant's application, the purpose of the finger grip is to inpart spin 
onto the bowling ball. Not for protection as alleged by the Examiner. Further the claims are 
directed to bowling accessories and finger grips. In fact, no where has the Examiner brought 
forth any reference illustrating a finger cot which a bowler has used to protect his fingers or 
improved grip. Thus, the Examiner's argument is flawed with error. 

Conclusion 

Applicant respectfully submits that the Examiner's anticipation rejection is improper. 
The Examiner has failed to provide a reference which meets both parts of the above identified 


2 


test. Accordingly, Applicant believes Claims 17 through 28 to be patentable over the cited art 
and respectfully requests allowance of the same. 
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P.O. Box 828 

Bloomfield Hills, MI 48303 
(248)641-1600 

WRDT/jp 
Enclosure 

Attorney Docket No. 81 17-000021 


Respectfully submitted, 


Dated: May 21, 2002 
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Attorneys for Applicant 


3 


Dictionary.com/finger cots 


Page 1 of 3 



Look up: j finger cots 


OK 


Search: ® Dictionary O Thesaurus 


s 


ADVERTISEMENT 


Home - Fun & Games - Translator - Word of the Day - Help 


Get the Top 10 Most Popular Sites for "finger cots" 

Power e d bv Ask Jeeves 


No entry found for finger cots. 
44 suggestions found: 

fancier 
fancywork 
fence rail 


RECEIVED 

MAY 3 0 2002 

TECHNOLOGY CENTER R3700 


fencer 

fencer's mask 
fenugreek 
fenugreek seed 
fine-grained 
finger 

finger alphabet 
finger bowl 
finger cymbals 
fin ger food 
finger grass 
finger hole 


ADVERTISEMENT 


The 


Place! 

in tho 
Baltimore 
Area to 
Earn My 
Part-Time 



My teachers 
are experts 
in their field 


Learn 
More 


1 



http://www.dictionary.com/search?q=finger%20cots 


5/20/2002 


Dictionary.com/finger cots 


Page 2 of 3 


fin ger millet 
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